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DETAILED ACTION 

The prior art rejections are maintained and repeated below. Applicant's remarks 
in connection with these grounds of rejection are also addressed. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 53, 66-71, 79-91, 96-106 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Raja et al., Angewandte Chemie, International Edition (2001), 40(24), 
4638-4642 (Raja). 

Raja teaches the following reaction: 

MeO-C ) 9 OMe 

DMT dimethyl hexahydroterephthafate (DMHT) 

The catalyst is a Group VIII metal disposed on a mesoporous silica support, see 
page 4641 , left column, bottom. The claimed metal dispersions are deemed to be 
necessarily possessed by the disclosed catalyst given the amounts of metals used in 
the catalyst preparation. 

The forgoing anticipates the rejected claims within the meaning of section 102. 
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Applicant argues that the reference fails to teach a singular metal component. 
However, the claims do not require a singular metal component, by virtues of the 
"comprising" language. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 54-65, 72-78, 92-95 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Raja in view of U.S. Patent No. 6,284,917 to Brunner et al. (Brunner). 

The rejected claims cover those embodiments wherein the support is a mixed 
oxide and mixed pore size, physical properties of the catalyst, and hydrogenation of 
different benzenecarboxylic acid derivatives. Raja fails to explicitly teach these 
embodiments. However, it is for this proposition that the examiner joins Brunner. In this 
regard, Brunner teaches hydrogenation of benzene polycarboxylic acids, and specically 
teaches mixed oxides of different pore structures, see description bridging columns 2 
and 3. 

With regard to the physical properties of the catalyst, Raja substantially teaches 
the claimed catalyst, and therefore, any physical characteristics are necessarily 
possessed by the disclosed catalysts. 
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With regard to the specific benzenecarboxylic acid derivatives, hydrogenation of 
the claimed derivatived would be within the purview of those of ordinary skill, based on 
the success of the disclosed catalysts in the hydrogenation reaction. 

Therefore, the claimed mixed oxide and mixed pore size, physical properties of 
the catalyst, and hydrogenation of different benzenecarboxylic acid derivatives are 
prima facie obvious in view of the combination of Raja and Brunnersince these 
references teach or suggest these embodiments. 

Applicant argues that Brunnerfail to teach the instant mesoporus material. 
However, give the description in Brunner, including the example, mesoporous silica is 
prima facie obvious. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karl J. Puttlitz whose telephone number is (571) 272- 
0645. The examiner can normally be reached on Monday to Friday from 9 a.m. to 5 
p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne Eyler, can be reached at telephone number (571 ) 272-0871 . The 
fax phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Karl J. Puttlitz/ 

Primary Examiner, Art Unit 1621 



